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DETAILED ACTION 

Final Rejection 

1 . The text of those sections of title 35 U.S.C. not included in this action can be 
found in a prior Office action. 

2. The Office acknowledges the receipt of Applicant's response, filed 1/22/07. 
Claims 1-28 and 30 are withdrawn from consideration by the Applicant. Claim 1-30 are 
pending. Claims 1-28 and 30 are nonelected. Claims 29 is examined in the instant 
application. 

Claim Rejections - 35 U.S.C. §112, second paragraph 

The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly 
pointing out and distinctly claiming the subject matter which the applicant 
regards as his invention. 

3. Claim 29 is rejected under 35 U.S.C. §112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
the applicant regards as the invention. 

Regarding claim 29, the phrase "silk-like." renders the claim(s) indefinite because 
the claim(s) include(s) elements not actually disclosed (those encompassed by "silk- 
like."), thereby rendering the scope of the claim(s) unascertainable. See MPEP 
§ 2173.05(d). Clarification and/or correction are required. This rejection was 
necessitated by amendment and is made FINAL. 



Claim Rejections - 35 U.S.C. §103 
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The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed 
or described as set forth in section 102 of this title, if the differences between the 
subject matter sought to be patented and the prior art are such that the subject 
matter as a whole would have been obvious at the time the invention was made 
to, a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was 
made. 

35 U.S.C. §103(a). 

The Graham court set forth the factual inquiries that are applied for determining 
obviousness under 35 U.S.C. 103(a): 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

Graham v. John Deere Co., 383 U.S. 1, 148 USPQ 459 (1966). 

4. Claim 29 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
Boevink (Planta 1999 208:392-400(u) in view of Scheller et al (2001) Nature 
Biotechnology 19:573-577). 

Boevink teaches a cassette encoding a protein having the structure: SSP-TP-ER 
wherein the sporamin signal peptide is linked to a protein to be translocated which is 
linked to a KDEL endoplasmic reticulum retention peptide consisting of SEQ ID N0:33 
(See Boevink, Figure 1; Boevink, p. 393, 3 rd full paragraph under Materials and 
Methods). 

Boevink does not teach "silk-like protein". 
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Scheller teaches "silk-like protein". (See Figure 2, Title, Abstract, for example). 

It would have been prima facie obvious to one of ordinary skill in the art at the time 
the invention was made to substitute the silk-like proteins of Scheller for the TP of 
Boevink for the purposes of making silk in plants. One skilled in the art would have 
been motivated to generate the claimed invention because "silk is a proteinaceous fiber 
with remarkable mechanical properties that make it attractive for technical applications" 
and because "the material can not be obtained in large quantities from spiders". (Id. @ 
Abstract). One skilled in the art would have a reasonable expectation of success 
because Scheller teaches (/of. @ page 573, right column, 2 nd paragraph) the use of a 
signal peptide, ER retention signal and sik-like protein and was able to achieve large 
quantity expression: at least 2% protein expression in tobacco and potato. (Id. @ 
abstract). Accordingly, one of ordinary skill in the art would have generated the claimed 
invention. 

5. Claim 29 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
Gomord (Plant J. 1997 1 1(2):313-325(v) in view of Scheller et al (2001) Nature 
Biotechnology 1 9:573-577). 

Gomord teaches a translocation protein cassette encoding a protein having the 
structure: SSP-TP-ER wherein the sporamin signal peptide is linked to a protein to be 
translocated which is linked to a HDEL or KDEL endoplasmic reticulum retention 
peptide consisting of SEQ ID N0:34 (See Gomord, Figure 2; Gomord, p. 315; p. 322 
under the heading plasmid constructs in the Experimental Procedures section for 
example). 
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Gomord does not teach "silk-like protein". 

Scheller teaches "silk-like protein". (See Figure 2, Title, Abstract, for example). 

It would have been prima facie obvious to one of ordinary skill in the art at the time 
the invention was made to substitute the silk-like proteins of Scheller for the TP of 
Gomord for the purposes of making silk in plants. One skilled in the art would have 
been motivated to generate the claimed invention because "silk is a proteinaceous fiber 
with remarkable mechanical properties that make it attractive for technical applications" 
and because "the material can not be obtained in large quantities from spiders". (Id. @ 
Abstract). One skilled in the art would have a reasonable expectation of success 
because Scheller teaches (Id. @ page 573, right column, 2 nd paragraph) the use of a 
signal peptide, ER retention signal and sik-like protein and was able to achieve large 
quantity expression: at least 2% protein expression in tobacco and potato. (Id. @ 
abstract). Accordingly, one of ordinary skill in the art would have generated the 
claimed invention. 

Remarks 

No Claim is allowed. 

THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
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shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1.136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the mailing date of this final action. 



Any inquiry concerning this communication or earlier communications from the examiner should 
be directed to Brendan O. Baggot whose telephone number is 571/272-5265. The examiner can normally 
be reached on Monday - Friday. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's supervisor, 
Anne Marie Grunberg can be reached on 571/272-0975. The fax phone number for the organization 
where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent Application 
Information Retrieval (PAIR) system. Status information for published applications may be obtained from 
either Private PAIR or Public PAIR. Status information for unpublished applications is available through 
Private PAIR only. For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic Business Center (EBC) 
at 866-2 1 7-91 97 (toll-free). r 




Art Unit 1638 



bob 



